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Lord Justice Jackson’s recommendations 
for lessening the burden of costs of 
intellectual property litigation 
 
1. Introduction 

 
1.1 As noted in an earlier article, Jackson LJ 
has been engaged in a review of the entire 
civil litigation system in England and Wales 
so as to provide recommendations for 
promoting access to justice at proportionate 
cost. 
 
1.2 An extensive final report1

 

 was published 
on 14 January 2010.  This article takes a brief 
look at what Jackson LJ had to say about 
intellectual property litigation. 

1.3 Chapter 24 of the final report was 
dedicated to intellectual property (IP) 
litigation.  The chapter recognised three kinds 
of IP litigation: (i) major IP litigation such as 
complex, high value patent litigation in which 
legal costs are not the prime concern; (ii) 
lower value IP litigation, as would take place 
between parties, e.g. small and medium-
sized entities (SMEs), in the Patents County 
Court (PCC); and (iii) very low value IP 
disputes such as might arise in the case of a 
journalist whose articles have been reprinted 
without permission and who might therefore 
have a claim for a few hundred pounds. 
 
2. The Patents Court 
 
2.1 A significant level of costs is generally 
unavoidable for litigation in the Patents Court, 
since such litigation requires specialist 
solicitors, specialist counsel and appropriate 
experts.   

 
2.2 The Patents Court already has active 
case management2

                                            
1 The full text of the final report can be 

.  Nevertheless, Jackson 
LJ found that there was significant support for 
more robust case management to curb costs 
in the Patents Court.  A number of measures 
were proposed by contributors to the review, 
which Jackson LJ recommended should be 
considered by the Patents Court judges and 

viewed 
online at the website of the Judiciary or England 
and Wales. 
2 Set out in CPR Part 63, the Practice Direction 
and the Guide 

the Intellectual Property Court Users’ 
Committee (IPCUC) for inclusion in the 
Guide.   
 
2.3 The proposed measures included a call 
for greater consideration to be given to the 
adequacy of statements of case.  For 
instance, it has been proposed that parties 
should not be allowed to get away with non-
admissions, rather where an allegation is 
denied, a short explanation should be given 
as to the basis of the denial.  Another 
proposal is that the parties should set out 
their case on common knowledge at an 
earlier stage than exchange of expert 
evidence3

 
.   

2.4 Further, it has been proposed that the 
issues be narrowed at an earlier stage with 
active involvement of the future trial judge.  In 
this regard, there was a proposal to introduce 
the use of a procedure that would be similar 
to Markman hearings4

 
 in the USA. 

3. The Patents County Court 
 
3.1 Jackson LJ recommended that IPCUC’s 
proposals for the reconstitution of the PCC 
discussed in our previous article should be 
implemented to provide an improved low-cost 
forum for IP disputes.  In such a reconstituted 
PCC, the financial limit for remedies would be 
£500,000 rather than £250,000 as previously 
suggested. 
 
3.2 Furthermore, it was recommended that 
the reconstituted PCC should have a small 
claims track for IP claims with a monetary 
value of less than £5,000 and a fast track for 
IP claims with a monetary value of between 
£5,000 and £25,000.  In order to deal with 
small claims and fast track cases, it could be 
necessary for one or more district judges, 
deputy district judges or recorders with 
specialist patent experience to be available to 
sit in the PCC. 
 
 

                                            
3 This echoes a proposal made by Floyd J in 
Ratiopharm GmbH v Napp Pharmaceutical 
Holdings Ltd [2008] EWHC (Pat) at [154]. 
4 A pre-trial hearing which deals with the 
construction of the claims of an allegedly-infringed 
patent 
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4.  Pre-action Conduct 
 
4.1 There should be consultation with court 
users, practitioners and judges, in order to 
ascertain whether there is support for: either 
(a) an IP pre-action protocol; or (b) the Guide 
to give guidance regarding pre-action 
conduct. 
 
5. Conclusions 
 
5.1 It is notable that Jackson LJ was  
commissioned in 2008 by the then Master of  
the Rolls rather than by the Ministry of Justice  
(MoJ).  Accordingly, it remains to be seen  
how many of Jackson LJ’s recommendations  
will be implemented. 
 
5.2 Further, given that there will be a general  
election this year, it would seem unlikely that  
any reforms requiring primary legislation  
would be made in the near future, since  
political attention and will may be focused on  
more obviously vote-winning topics. 
 
5.3 Nevertheless, it is evident that the issue  
of costs of IP litigation in the UK is attracting  
considerable scrutiny.  Even without any  
significant rule changes or new legislation or  
procedures, courts will be stronger in  
exercising the case management powers  
they possess already. 
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