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Employees awarded compensation for
outstanding benefit

1. Introduction

1.1 In a recent decision, 31 years after the
relevant law" was introduced, the High Court
has awarded two employee inventors
compensation for the outstanding benefit that
their employer received from a patent for their
invention.

1.2 Drs James Kelly and Kwok Wai Chu were
employed by Amersham International Plc
(now part of the General Electric Group as
GE Healthcare) when they invented a
radioactive imaging agent which was
patented and eventually sold under the trade
mark, “Myoview.”

1.3 In the never-before seen decision, Dr.

Kelly was awarded £1 million for his part in
the invention, while Dr. Chu received £0.5

million.

1.4 In a long judgement focussing mainly on
the facts of the case, Mr. Justice Floyd
offered a concise discussion of the relevant
law, including a thirteen point construction of
the relevant parts of sections 40 and 41
UKPAZ,

The Judge declined to give any further
guidance as to the meaning of the
“outstanding benefit” that the employer must
receive from the patent for the employee to
be entitled to compensation. Instead, Mr.
Floyd agreed with the statement in Memco-
Med Ltd’s Patent® which provided:-

“The word “outstanding” denotes something
special and requires the benefit to be more
than substantial or good. | believe that it is
unwise to try and redefine the word
“outstanding.” Courts will recognise an
outstanding benefit when it occurs.

1.5 This reflects that what is outstanding
benefit to a small business having three
employees and a turnover of £0.5 million,

! Sections 40 and 41 UK Patents Act 1977
2 Available here, at paragraph 60
% [1992] RPC 403 at page 414 - lines 7 to 10.

may be of little significance to a multinational
corporation having income of over £1 billion.

1.6 Of more interest is the test, outlined at
number (vii) as to whether the patent is/was
of outstanding benefit to the employer. The
test proposes to consider the position of the
employer had no patent been granted and
compare it to the position of the employer
with the patent in place.

1.7 On the facts of this case, this does seem
clear that Amersham was purchased by GE
as a market leader in the field of the patent in
suit. It may not always be so simple,
however, particularly when complex end
products contain many patented inventions.

1.8 Moreover, a recent amendment to
Section 40 UKPA, which was not applicable
to this case, provides that compensation is
due to the employee if the patent or the
invention provides outstanding benefit to the
employee. Of course, if the facts of a case fit
the “but for the patent” test, then the softer
requirements of showing the invention to be
of outstanding benefit are almost sure to be
met.

1.9 Perhaps of most significant interest to
employers is the confirmation effectively
provided by the Courts points (xi) to (xiii) ,
that the compensation due to employees in
such cases is not limited to compensation for
any “loss,” such as effort beyond the call of
duty or a low salary. Rather, the
compensation is to be based on the benefit
itself, as assessed by the Court.

1.10 In this instance, the £1.5 million awarded
to the inventors represented 3% of the
assessed benefit, this being described as
“conservative” (2) and was noted that an
award could be as high as 33% of the
assessed “benefit.” Clearly, this could
amount to a fairly eye-watering sum!

1.11 Companies having UK based research
teams may, therefore, wish to pre-empt this
kind of action. It would appear to make little
difference if an employee were to receive a
nominal payment from their employer upon
filing and/or grant of a patent for their
invention, in particular because the Court has
made it clear that the valuation of benefit



http://www.bailii.org/ew/cases/EWHC/Patents/2009/181.html
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would be made ex-poste and not ex-ante, ie
the situation can only be addressed with the
knowledge of how the employer has
performed.

1.12 However, a continuous, for example,
annual assessment of the value of patents
and the inventions they protect should ensure
that any patent or invention that is having an
outstanding effect on the employer’s profit
margins is identified early. Employers,
however, would not need to make any
payments if the relevant employee is a
member of a trade union which provides
compensation payments for employee
inventors®.

1.13 If a patent or patented invention that has
been of outstanding benefit to the employer is
found, a generous but conservative payment
to the inventor(s) may well head off at the
pass potential Claims.

* Section 40(3) UKPA 1977
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